Application No.: 10/682,126 



Docket No.: LOREAL 3.0-062 



REMARKS 

This is in response to the Official Action mailed 
March 9, 2006. 

Claims 1, 7, 10, 11 and 18 have been amended, and 
claim 2 cancelled. Specifically, claim 1 has been amended so 
that it does not recite any negative limitations. Additionally, 
the substance of claim 2 has been included in claim 1, and claim 
2 has been cancelled. Claims 7, 10 and 11 have been amended to 
correct antecedence issues. Also, claims 1 and 18 have been 
amended to effect minor editorial corrections. No new matter is 
believed to have been added by these amendments. 

Claims 1-20 have been rejected under 35 U.S.C. § 112, 
second paragraphs, for indef initeness . 

Specifically, the Patent Office was concerned that 
claim 1 included a negative limitation and that claims 7, 10 and 
11 included terms (i.e., "end section" and "free ends") with 
insufficient antecedent basis. Claims 1, 7, 10 and 11 have been 
amended to attend to these concerns. In particular, claim 1 has 
been amended so that it does not recite any negative 
limitations, and claims 7, 10 and 11 have been amended to 
correct any antecedence issue in these claims. Therefore, 
withdrawal of the § 112, second paragraph rejection is 
respectfully requested. 

Prior to addressing issues raised in the Office Action 
relating to the cited prior art. Applicants would like to 
briefly discuss the background of the present invention 
according to the amended claims. 

The present invention, according to amended 
independent claim 1, is directed to an applicator for applying a 
substance to nails. The applicator includes a rod having an end 
portion that includes a housing with an opening. The opening 
has an oblong cross-section with a long axis. Bristles are 
fixed in the housing so that they project from the housing. The 
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rod includes a wall of varying thickness around the housing. 
The rod also includes a cross-section at the end portion having 
an outer contour which is convex, except for the location of one 
or two grooves. If there are two grooves, the grooves are 
situated opposite of one another. The one or two grooves extend 
along a at least a portion of at least one side of the rod, and 
are situated substantially mid-way along the long axis of the 
cross- section. 

By virtue of the foregoing features, the applicator of 
the present invention enables a substance, such as a nail 
varnish, to be spread more precisely. In particular, by having 
only one or two grooves, a substance may be channeled to 
specific regions of the bristles, which allows for precise 
spreading of the substance. In this manner, the amount of 
substance reaching the areas of the bristles fed by the one or 
two grooves is greater than the areas of the bristles that are 
not fed by the one or two grooves. Moreover, the feature of the 
rod including a wall of varying thickness around the housing 
allows for the tailoring of the grooves without changing the 
shape or area of the housing. In this manner, if there are two 
grooves, each groove may have a different shape, depth and/or or 
profile. Both of the foregoing features combined, enable for an 
even more precise spreading of a substance, especially since 
both the location and amount/rate of the flow may be tailored. 
Having a wall of varying thickness also allows for a longer 
housing, as explained in paragraph [0049] of the specification, 
which means that a wider brush of bristles may be used with the 
applicator. 

Turning now to the prior art rejections, claims 1-3, 
5-9, 12-17, 19 and 20 have been rejected under 35 U.S.C. § 
102(b) over U.S. Patent 5,588,447 (Gueret) ; claims 1-6, 8, 16, 
17, 19 and 20 have been rejected under 35 U.S.C. § 102(b) over 
Japanese Patent JP 4-28812; claims 10 and 11 have been rejected 
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under 35 U.S.C. § 103(a) over Gueret; and claim 18 has been 
rejected under 35 U.S.C. § 103(a) over Gueret or JP 4-28812. 
For the following reasons, the rejections are respectfully 
traversed. 

As Applicant understands Gueret, it discloses a brush 
for application of varnish. The brush has a rod with a housing. 
Gueret, in lines 57-65 of column 4, discloses that "[t]he end of 
the rod includes two concave faces c forming, as it were, a 
supply channel for the flow of product from the rod towards the 
tuft of the brush. " 

However, Gueret does not disclose or teach the feature 
of a rod including a wall of varying thickness around the 
housing. On page 3 of the Official Action, the Patent Office 
asserted that Gueret ' s brush includes this feature, as shown in 
Figures 16 and 17. Applicant disagrees. First, Applicant 
submits that Figures 16 and 17 depict a rod having a wall with a 
constant thickness, and not a varying thickness. Moreover, 
Gueret does not mention anything at all regarding the thickness 
of a rod's wall, let alone any variance in wall thickness or the 
advantages of such variance, such as those discussed above. 
Therefore, there is no disclosure or suggestion in Gueret of 
this feature. 

Accordingly, withdrawal of the § 102(b) rejection over 
Gueret is respectfully requested. 

With regards to JP 4-28812, Applicant understands it 
to disclose a nail varnish applicator having a rod that includes 
six longitudinal grooves distributed in a uniform manner over 
the rod's periphery. However, JP 4-28812 is not seen to 
disclose or suggest an applicator including a rod having only 
one or two grooves, as described above. As previously 

explained, one main advantage of having only one or two grooves 
is that with only one or two grooves, a substance may be 
channeled to specific regions of the bristles, which allows for 
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precise spreading of the substance from the bristles. With many 
grooves, such as six grooves, a substance, if channeled along 
the grooves, would be fed to many regions of the bristles or 
brush. In particular, instead of just one or two bristle 
regions receiving a bulk or more of the substance, the substance 
would be fed more uniformly and across much, if not pretty much 
all areas, of the bristles, which would effectively prevent a 
precise spreading of the substance from the bristles. 

Therefore, withdrawal of the § 102(b) rejection over 
JP 4-28812 is respectfully requested. 

Moreover, there is no suggestion or teaching to 
combine any of the cited references to cure the deficiencies 
noted above. Although both Gueret and JP 4-28812 disclose nail 
varnish applicators or brushes, neither provides any suggestion 
or teaching for an applicator having both the features of a rod 
including a wall of varying thickness around the housing and a 
rod that includes one or two grooves, as described above. As 
explained earlier, the combination of these two features enable 
a substance, such as nail varnish, to be spread more precisely. 
Neither Gueret nor JP 4-28812 is seen to disclose such a 
combination. Moreover, neither Gueret nor JP 4-28812 discloses 
or teaches the advantages of precision spreading, as described 
above. Absent any such suggestion or teaching, none of the 
cited references, either alone or in combination, renders the 
present invention obvious. 

For all the reasons above, withdrawal of the §103 
rejections is also requested. 

As it is believed that all of the rejections set forth 
in the Official Action have been fully met, favorable 
reconsideration and allowance are earnestly solicited. 
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If, however, for any reason the Examiner does not 
believe that such action can be taken at this time, it is 
respectfully requested that he telephone Applicant's attorney at 
(908) 654-5000 in order to overcome any additional objections 
which he might have . 

If there are any additional charges in connection with 
this requested amendment, the Examiner is authorized to charge 
Deposit Account No. 12-1095 therefor. 



Dated: June 9, 2 006 



Respectfully submitted. 




By. 

George K. ftig 
Registration No. : 54^334 
LERNER, DAVID, LITTENBERG, 

KRUMHOLZ & MENTLIK, LLP 
600 South Avenue West 
Westfield, New Jersey 07090 
(908) 654-5000 
Attorney for Applicant 
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